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earned patent term adjustment. See 37 CFR 1.704(b). 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1,4,5-11 and 35-37 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Self et al 2004/0188142 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .1 31 . 

Self discloses a system for use with a horizontal directional drilling machine 18. 
The system is used to monitor the position and orientation of a downhole tool. A first 
beacon 36 is supported by the tool. The beacon has an orientation sensor adapted to 
transmit signals indicative of the position and orientation of the tool. A second beacon 
40 supported by the downhole tool is spatially separated from the first beacon 36. The 
second beacon also contains a sensor adapted to transmit signals indicative of the 
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position and orientation of the downhole tool. A receiving assembly 44 contains an 
antenna arrangement a processor and a display 50 to receive the signals from the two 
beacons, process the signals and display the position of the tool. As to claim 4, Self 
discloses a method of drilling a borehole having a downhole tool containing two . 
beacons 36,40. The locating signals emitting from the first and second beacons are 
sensed and then processed to generate a composite of the relative position of the 
receiving assembly to the first and second beacons. As to claim 5, the tool is attached 
to a drill string 20. The two beacons are adapted to transmit pitch signals. The pitch 
signals are sensed, processed and then compared. As to claim 6, the signals 
transmitted by the beacons comprise an electromagnetic field. As to claim 7, the 
orientation sensors of the two beacons are pitch sensors. As to claim 8, the two 
orientation sensors can be roll sensors. As to claim 9, the antenna arrangement 
comprises coils. As to claim 10, the sets of coils are separated a known distance. As to 
claim 1 1, the processor is adapted to determine the distance between the receiving 
assembly and the two beacons. As to claim 34, the beacons comprise orientation 
sensors. As to claim 36, the second beacon comprises an orientation sensor. The 
orientation of the second beacon is sensed and compared to the orientation of the first 
beacon. The sensed signal is compared to the desired orientation and the tool is 
redirected so that the orientation of both the first and second beacon are similar to the 
desired orientation of the borehole. As to claim 37, bit 38 is considered a directional drill 
bit. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness; 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 9,10 and 37 are rejected under 35 U.S.C. 103(a) as being obvious over 
Self et al (applied above) in view of Nickel et al. 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal diisclaimer 
in accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). As to claims 9 and 10, 
while the antenna arrays of Self are assumed to meet the claim limitations, Self does 
not show the antenna arrays, Nickel discloses the substantially the same antenna 
system used by applicant. It would have been considered obvious to replace the 
detecting means of Self with the antenna arrangement of Nickel et al since any known 
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detecting means could be substituted for any other known detecting means since they 
are equivalent parts for performing equivalent functions. As to claim 37, Nickel et al 
discloses the same type bit as used by applicant. It would have been considered 
obvious to replace the bit of Self with the bit of Nickel since they are both bits used in 
directional drilling. 

Allowable Subject Matter 

Claims 38-40 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Claims 2,3 and 12-34 are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William P. Neuder whose telephone number is 571-272- 
7032. The examiner can normally be reached on Tuesday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David J. Bagnell can be reached on 571-272-6999. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

William P Neuder 
Primary Examiner 
Art Unit 3672 

W.P.N. 



